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1. The response of the applicant has been read and given careful consideration. Responses 
to the arguments are presented after the first rejection to which they are directed. The 
amendment to the specification is accepted. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-25 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims language of claims 1, 24 and 25 describing the substrate as "between the 
reactive layer and the laser incident surface" is flawed as the substrate is the incident surface of 
the light in the embodiments. The applicant should amend the claims to describe the reactive 
layer as being between the substrate and the reflective layer. This also would prevent the 
claims from being interpreted as being limited to embodiments where the backside of the 
substrate is coated. 

The implication of the limitation at issue, is that the substrate is the laser incident 
surface. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wisnudel et 
al. '909. 
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Wisnudel et al. '909 in example 2 a metallized polycarbonate substrate coated with a 
PMMA/leuco methylene blue solution, and then a an unmetallized polycarbonate substrate is 
applied via an adhesive layer. The data layer may be embossed or a separate photosensitive 
layer (10/26-57). The use of additives which change the oxygen permeability of the second 
substrate, including antiplasticizers, pigments, mold release agents, thermal stabilizers, UV 
absorbers and oxygen scavengers, for various other reasons is disclosed. (9/5-33). The substrate 
may be made from polyacrylates, including PMMA, PMMA copolymers, polyacrylonitrile and 
polystyrenes (3/62-4/21 and claim 19). The diffusion should be between 0.01 and 1.35 Barrers. 
(abstract) 

It would have been obvious to one skilled in the art to use copolymers or polymeric 
blends of PMMA, which is specifically described in column 4 with other materials disclosed 
including styrene, acrylonitrile and acrylates so as to meet the oxygen permeability requirements, 
in place of the polycarbonate of the second substrate with a reasonable expectation of forming a 
useful optical recording medium protected in a manner similar to that achieved by using 
polycarbonates as in the cited example based upon the disclosure of the parameters to be 
optimized and the materials useful for forming the substrate. 

The applicant does have data showing that PMMA by itself cannot meet the Barrers 
limitation recited. Being a physical property, which is measurable and by the addition of 
additives or blending with other polymers, clearly able to be varied, the teachings of the 
reference clearly provide direction to any of the polymer described as useful for the first and 
second substrate materials. It may be desirable in some instances to have the disc be unreadable 
after a different interval, so the data is unpursuasive. 
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While PMMA may not meet the limitation, the references does disclose PMMA 
copolymers as well as polyacrylonitrile and polystyrenes. The applicant has not shown a 
criticality in the composition and the mechanism for the functioning of the reactive layer is 
clearly appreciated n the reference, so control of the oxygen permeation through the substrate 
and to the reactive layer would be appreciated. As the reference is applied in the 103 rejection 
where the reference is available under 102(e), the applicant may with to consider a statement that 
the reference and the instant application were commonly owned at the time of invention to 
reduce the issues. 

6. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Olsen et al. 
'206, in view of Wisnudel et al. '909 and/or Abe et al. 01-290137 

Olson et al. '206 in example 6 a metallized polycarbonate substrate coated with a 
PMMA/leuco methylene blue solution, and then a an unmetallized polycarbonate substrate is 
applied via an adhesive layer. The data layer may be embossed or a separate photosensitive 
layer [0043]. The use of additives which change the oxygen permeability of the second substrate, 
including antiplasticizers, pigments, mold release agents, thermal stabilizers, UV absorbers and 
oxygen scavengers, for various other reasons is disclosed. [0038]. The substrate may be made 
from polyacrylates, including PMMA, PMMA copolymers, polyacrylonitrile and polystyrenes 
[0024]. 

Abe et al. 01-290137 establishes that optical disk substrate which are copolymers of 
methyl methacrylate and styrene are old and well known. 

It would have been obvious to one skilled in the art to use copolymers or polymeric 
blends of PMMA, which is specifically described in over Olsen et al. '206 with other materials 
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disclosed including styrene, acrylonitrile and acrylates so as to meet the oxygen permeability 
required to have the medium become unreadable, in place of the polycarbonate of the second 
substrate with a reasonable expectation of forming a useful optical recording medium protected 
in a manner similar to that achieved by using polycarbonates as in the cited example based upon 
the disclosure of the parameters to be optimized and the materials useful for forming the 
substrate by Wisnudel et al. '909 and/or the disclosure of copolymers within the scope of the 
coverage sought being old and well known as substrate materials for optical recording. 

While PMMA may not meet the limitation, the references does disclose PMMA 
copolymers as well as polyacrylonitrile and polystyrenes. The applicant has not shown a 
criticality in the composition and the mechanism for the functioning of the reactive layer is 
clearly appreciated n the reference, so control of the oxygen permeation through the substrate 
and to the reactive layer would be appreciated. As Olsen et al. '206 and Wisnudel et al. '909 are 
applied in the 103 rejection where the reference is available under 102(e), the applicant may with 
to consider a statement that the reference and the instant application were commonly owned at 
the time of invention to reduce the issues. 

7. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ezbiansky et 
al. '892, in view of Wisnudel et al. '909 and/or Abe et al. 01-290137. 

Ezbiansky et al. '892 (abandoned) in example 5 a metallized polycarbonate substrate 
coated with a PMMA/leuco methylene blue solution, and then a an unmetallized polycarbonate 
substrate is applied via an adhesive layer. The data layer may be embossed or a separate 
photosensitive layer [0050]. The use of additives which change the oxygen permeability of the 
second substrate, including antiplasticizers, pigments, mold release agents, thermal stabilizers, 
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UV absorbers and oxygen scavengers, for various other reasons is disclosed. [0045]. The 
substrate may be made from polyacrylates, including PMMA, PMMA copolymers, 
polyacrylonitrile and polystyrenes [0029]. 

It would have been obvious to one skilled in the art to use copolymers or polymeric 
blends of PMMA, which is specifically described in over Ezbiansky et al. '892 with other 
materials disclosed including styrene, acrylonitrile and acrylates so as to meet the oxygen 
permeability required to have the medium become unreadable, in place of the polycarbonate of 
the second substrate with a reasonable expectation of forming a useful optical recording medium 
protected in a manner similar to that achieved by using polycarbonates as in the cited example 
based upon the disclosure of the parameters to be optimized and the materials useful for forming 
the substrate by Wisnudel et al. '909 and/or the disclosure of copolymers within the scope of the 
coverage sought being old and well known as substrate materials for optical recording as 
evidenced by Abe et al. 01-290137. 

While PMMA may not meet the limitation, the references does disclose PMMA 
copolymers as well as polyacrylonitrile and polystyrenes. The applicant has not shown a 
criticality in the composition and the mechanism for the functioning of the reactive layer is 
clearly appreciated n the reference, so control of the oxygen permeation through the substrate 
and to the reactive layer would be appreciated. As Ezbiansky et al. '892 and Wisnudel et al. 
'909 are applied in the 103 rejection where the reference is available under 102(e), the applicant 
may with to consider a statement that the reference and the instant application were commonly 
owned at the time of invention to reduce the issues. 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
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improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

9. Claims 1-25 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-31 of U.S. Patent No. 6,866,909. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
claims of the patent embrace the subject matter of the instant claims as the structure is recited 
identically together with the Barrers limitation in claim 1, Claim 22 recited the reactive layer 
composition, claim 19 recites polystyrenes, polyacrylates, polyacrylonitrile,copolymers and 
polymer blends of these and claim 4 recites the additives to the substrate. 

The submission of proper terminal disclaimers and addressing the common ownership 
should allow the case to proceed to issue. 

10. Claims 1-25 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-24 of copending Application No. 
10/657631 (US 20034/0152013). Although the conflicting claims are not identical, they are not 



patentably distinct from each other because the claims of the patent embrace the subject matter 
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of the instant claims as the structure is recited identically together with the Barrers limitation in 
claim 21, Claim 12 recited the reactive layer composition, claim 6 recites polystyrenes, 
polyacrylates, polyacrylonitrile,copolymers and polymer blends of these. 
11. Claims 1-25 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-24 of copending Application No. 
10/385047 (US 2003/0207206) in view of Wisnudel et al. '909 and/or Abe et al. 01-290137. 

The subject matter of the instant claims as the structure is recited and include language 
describing the limitation of replay in claim 2, Claim 12 recited the reactive layer composition, 
claim 9 recites polystyrenes, polyacrylates, polyacrylonitrile,copolymers and polymer blends of 
these and it would have been obvious to one skilled in the art to use copolymers or polymeric 
blends of PMMA, which is specifically described in over Olsen et al. '206 with other materials 
disclosed including styrene, acrylonitrile and acrylates so as to meet the oxygen permeability 
required to have the medium become unreadable, in place of the polycarbonate of the second 
substrate with a reasonable expectation of forming a useful optical recording medium protected 
in a manner similar to that achieved by using polycarbonates as in the cited example based upon 
the disclosure of the parameters to be optimized and the materials useful for forming the 
substrate by Wisnudel et al. '909 and/or the disclosure of copolymers within the scope of the 
coverage sought being old and well known as substrate materials for optical recording as 
evidenced by Abe et al. 01-290137. 

This is a provisional obviousness-type double patenting rejection. 

The rejection is correct. 
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12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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